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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains
1tod4, 9, 13 to 17 and 20, all the clains remaining in the
appl i cation.

The appealed clains are drawn to a refrigeration
system a control for use with a refrigeration system and an
apparatus for use as part of a refrigeration system They are
reproduced in Appendi x A of appellant's brief.

The prior art applied in the final rejection is:

Ruff et al. (Ruff) 3,449, 922 June 17, 1969
Shaw 4,058, 988 Nov. 22, 1977
Voss et al. (Voss) 5, 350, 039 Sept. 27, 1994

Admtted Prior Art

The clains on appeal stand finally rejected under
35 U.S.C. 8 103 as unpatentable over the foll ow ng conbi na-

tions of prior art:



Appeal No. 98-0984
Appl i cation 08/428, 561

(1) dainms 1 to 4, 13, 15 to 17 and 20, Voss in view of Ruff;?

(2) daim9, Voss in view of the Admtted Prior art;

(3) Adaim114, Voss in view of Shaw.

Rej ection (1)

The basis of this rejection is stated by the exam
iner on pages 2 to 3 of the final rejection (Paper No. 9) as

foll ows:

Voss di scl oses the invention substantially
as clainmed. Voss discloses a refrigeration
system having a hernetically seal ed vari -
abl e speed conpressor with notor 72, power
switching circuit 46, electronic comut at -
ing circuit 44 and Hall effect position
sensing circuit 68 within the sealed com
pressor housing wherein the refrigerant
circulating within the systemis used to
cool the nmotor, electronic and power cir-
cuits. . . . Voss states that the position
sensing circuit can be |located at any | oca-

2In the final rejection the exam ner rejected clainms 15
and 16 as unpatentable over Voss in view of the Admtted Prior
Art, even though they were dependent on claiml. W have
i ncl uded themunder rejection (1) since they were treated in
both the appellant's brief and the exam ner's answer as having
been rejected as unpatentable over Voss in view of Ruff.
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tion within the housing near a rotating
menber. It would have been obvious to one
of ordinary skill in the art at the tine
the invention was nmade to have nodified the
system of Voss such that the position sens-
ing circuit was in contact with the refrig-
erant in order to cool the circuits if they
required cooling in view of the teachings
of Voss to cool other electrical and el ec-
tronic conmponents. . . . Ruff et a

t eaches providing a converter 2 having
rectifier 3 and capacitive conponents 8
external of the conpressor housing for
converting AC to DC for notor power supply.
It woul d have been obvious to one of
ordinary skill in the art at the tinme the

i nvention was made to have nodified the
system of Voss such that it included a
converter having rectifier and capacitive
conponents external of the conpressor
housi ng for converting AC to DC for notor
power supply in view of the teachings of
Ruf f .

Appel  ant argues to the effect that it would not
have been obvi ous to conbine Voss and Ruff as proposed by the
exam ner, because (reply brief, page 3; enphasis in original):

Ceneral ly, Voss teaches the placing of ALL
el ectroni c conponents WTHI N the conpressor
housing. On the other hand, Ruff's general
t eachi ng suggests that ALL electronic
conmponent s shoul d be EXTERNAL to the
conpressor housing. The teachings of Voss
and Ruff are inconplete and inconsistent

wi th each other. Therefore, the general

t eachi ngs of Voss and Ruff in conbination
with the specific lack of a capacitor in

4



Appeal No. 98-0984
Appl i cation 08/428, 561

t he Voss patent cannot be a basis for

rejecting the clains as obvi ous because the

reason for placing only the capacitor

outside the hernetically sealed housing is

not apparent fromthe references.

We note initially that, in powering a D.C. notor
such as Voss' notor 34 fromthe usual A C. power supply, the
A.C. power nust be rectified, and, as disclosed by Ruff, the
rectifier 3 may have a snoothing filter capacitor 8 across its
output. As for the placenent of the rectifier and capacitor,
we do not necessarily agree with appellant that one of
ordinary skill follow ng Voss' disclosure woul d necessarily
| ocate themw thin the housing 48, because although Voss does
state at col. 3, line 49, that the notor is "powered and

controlled" by electronics 44, 46, the general teaching of

this reference is

that the "control electronics" should be |ocated in the
housing in order to cool them (col. 1, lines 60 to 64; col. 2,
lines 10 to 13). In our view, the rectifier and capacitor

constitute part of the power supply for the notor, rather than
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"control electronics,” and therefore would not be included in
the el ectronics 44, 46 of Voss, which are defined as "six
MOSFET or | GBT-type sem conductors 46" (col. 4, lines 37 and
38) and "a notor phase sequencing circuit board 44" (col. 4,
line 61).

However, even assum ng that Voss woul d suggest to
one of ordinary skill that the rectifier and capacitor be
pl aced inside the housing 48, we do not consider that the
apparatus of claim1l1, which calls for the capacitive conponent
to be outside the housing, would have been unobvi ous over the
conmbi nation of Voss and Ruff. As indicated above, Ruff
di scl oses that the rectifier and capacitor, along with the
SCRs 9 to 14, sequencer 18 and control center 19, may be
pl aced outside the housing. Gven this disclosure, it would
have been obvious to one of ordinary skill that each of these
vari ous conmponents m ght be placed either inside or outside
t he housing. The decision as to whether to |locate a
particul ar conponent inside or outside the housing would be an
obvi ous matter of design choice in the sense that the decision

woul d be essentially an econom c one, weighing
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the reduced cooling cost of placing the conponent inside the
housi ng agai nst such factors as the space available in the
housi ng, redesign of the housing, accessibility of the
conponent, and the liKke.

Appel | ant argues at page 5 of the brief that
| ocating the capacitor conponent outside the housing is "a key
feature of the invention" because, since the capacitive
conponents tend to have a higher failure rate than the other
conponents, keeping the capacitive conponents exterior to the
hernetically seal ed housi ng whil e keeping the other control
conponents inside the housing allows for quick and inexpensive
repl acenent of the conponents and avoids inconpatibility with
refrigerants. This advantage of the "key feature" is not
di sclosed in the specification, although there is no
requirenent that it nust be in order for appellant to argue it
as an advantage of his invention. 1n re Chu, 66 F.3d 292,
298, 36 USPQ2d 1089, 1094 (Fed. Cir. 1995). Neverthel ess,
appellant's present assertion that the |ocation of the
capacitor outside the housing is a "key feature" is sonmewhat

underm ned by his disclosure that the rectifier and capacitor
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(which is itself optional) may be | ocated either inside or
out si de the housing (specification, page 16, |line 20, to page

18, line 11).

Considering the totality of the record, we concl ude
that placing a rectifier and capacitor either inside or
out si de of the housing 48 of Voss woul d have been obvious to
one of ordinary skill. Placenent of the rectifier and
capaci tor outside the housing was known in the prior art
(Ruff), and although Ruff does not disclose the advantage now
asserted by appellant, nanely, that such placenent would all ow
easi er access to the rectifier and condenser, this advantage
woul d be no nore than the expected result of such placenent,
and, along with other factors as di scussed above, woul d have
to be wei ghed agai nst the advantage (disclosed by Voss) which
woul d result from placing the conmponents inside the housing.
In this regard, we note that an expected beneficial result is

evi dence of obviousness of a clainmed invention, just as an
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unexpected beneficial result is evidence of unobviousness. Ex

parte Novak, 16 USPQ2d 2041, 2043 (Bd. Pat. & Int. 1989),

aff'd. mem, 899 F.2d 1228, 16 USPQ2d 2043 (Fed. Gr. 1990).

Contrary to appellant's argunents, the suggestion of nodifying
Voss in the manner proposed by the exam ner would not be the
result of inproper hindsight, but would cone fromthe prior
art (Ruff), "as filtered through the know edge of one skilled

in the art." NMdtorola Inc. v. Interdigital Technol ogy Corp.

121 F. 3d 1461, 1472, 43 USPQd

1481, 1489 (Fed. Cr. 1997). |If Voss is construed as teaching
that the rectifier and capacitor should be l|ocated in the
housing, then in effect what appellant has done, insofar as
claiml1l is concerned, is to return themto their pre-Voss
position, outside the housing.

Accordingly, the rejection of claim1l wll be
sustained, as will the rejection of clains 2 to 4, 13, 15 to
17 and 20, which appellant has grouped with claim1 (brief,
page 4).

Rej ection (2)
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The examner's position as to this rejection is
(final rejection, page 4):

It is taken to be admtted prior art that
rectifier and capacitive conponents (either
el ectrolytic or nonelectrolytic) for
converting AC to DC for notor power supply
and the use for tenperature responsive
notor protection circuits are old in the
art in view of applicant's failure to argue
that such el enents are not conventional in
response to the First O fice Action.
Accordingly, it would have been obvious to
one of ordinary skill in the art at the
time the invention was nade to have

nodi fied the system of Voss such that it
included sane. It is considered to have
been an obvi ous matter of engineering
design choice to use the nost appropriate
el ectrical conponents for the environnent
in which they are to be used (i.e.

nonel ectrol ytic capacitive conponents if
the ACto DC converter circuit is placed

i nsi de the conpressor housing).

Appel | ant argues on page 7 of his brief that:

Applicant admts only that electrolytic and
non-el ectrol ytic capacitive conponents are
known but does NOT admit that such
conponents have been sel ectively applied as
described and clainmed by the invention.

The Exam ner argues that such conponents
are a design choice. However, the cited
prior art fails to recognize that such
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conponents may not be conpatible with the
refrigerants so that it would not be a
design choice to use only non-electrolytic
capacitive conponents as recited by claim
9.

It is well settled that a rejection based on § 103
must rest on a factual basis, which the Patent and Trademark

Ofice has the initial duty of supplying. In re GPAC lInc.,

57 F.3d 1573, 1582, 35 USP2d 1116, 1123 (Fed. Cir. 1995).
Here, appellant's adm ssion that electrolytic and non-

el ectrolytic capacitors are known is not a sufficient basis
for nodifying the Voss system as proposed by the exan ner,
supra, because there is no evidence in the cited prior art
that the conpatibility (or lack thereof) of non-electrolytic
and electrolytic capacitors with refrigerant was known.

Absent such evidence, there is no basis for concluding that
use of a non-electrolytic capacitor in the Voss housing would
have been suggested to one of ordinary skill in the art. Cf.

In re Denbiczak, 175 F.3d 994, 999, 50 USPQ2d 1614, 1617

(Fed. Cir. 1999).
The rejection of claim9 therefore will not be

sust ai ned.
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Rej ection (3)

The exam ner asserts that it woul d have been
obvi ous, in view of Shaw, "to have nodified the system of Voss
such that it included a bi-directional nmotor” (fina
rejection, pages 4 to 5). W disagree. One of ordinary
skill would not substitute a bidirectional notor for the notor
34 of Voss, because if Voss' notor were run in the reverse
direction, conpressor inpellers 36, 38 would be inoperative.

Assum ng that the exam ner intended to state that it
woul d have been obvious to use a bidirectional notor and
conpressor, as disclosed by Shaw, as the notor and conpressor
in the Voss system we still do not consider the rejection to
be proper. In the first place, we find no suggestion in Voss
that the system di scl osed therein could or should be operated
in a reverse direction. Secondly, as appellant points out in
his brief, claim14 requires that the conmutation circuit "is
adapted to start and comutate the bi-directional notor in
either a clockw se or a counterclockw se direction,” and there

is no disclosure or suggestion of this feature in the prior

art applied.
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The rejection of claim14 wll not be sustained.
Concl usi on

The exam ner's decision to reject clains 1 to 4, 9,
13 to 17 and 20 is affirmed as to clainms 1 to 4, 13, 15 to 17
and 20, and reversed as to clainms 9 and 14.

No tinme period for taking any subsequent action in

con- nection with this appeal may be extended under 37 CFR §

1.136(a).
AFFI RVED- | N- PART
| AN A, CALVERT )
Adm ni strative Patent Judge )
)
)
)  BOARD OF
PATENT
NEAL E. ABRAMS ) APPEALS AND
Adm ni strative Patent Judge )
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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